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DETAILED ACTION 

Status of the Claims 

Applicant's election with traverse of Group I including claims 87-177 in the reply filed on 
April 17, 2009 is acknowledged. The traversal is on the ground(s) that USPN 6,805,872 does not 
teach the invention. This is not found persuasive because the inventions were shown to lack a 
special technical feature over prior art was established in accordance with 37 CFR 1.499. 

The requirement is still deemed proper and is therefore made FINAL. 

Examiner is withdrawing the species election. Claims 87-189 are pending in the current 
application, of which claims 87-177 are being considered on their merits. Claims 178-189 are 
withdrawn from consideration at this time. This is the first Action on the merits. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 87-88, 90-98, 102-111, 113-114, 138-148, 150-151, 161-162, 167, and 175-177 
are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Pre-grant Publication 
2002/0155780 (Mougin). 

Mougin teaches of the use of film-forming block ethylenic copolymers to improve the 
staying power of a make-up composition [pg 1, par 12]. Acceptable solvents for the polymers 
include ethanol (water-miscible organic solvent) [pg 4, par 100]. The concentration of the 
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polymers in the composition ranges from 1-99% [pg 4, par 100]. The block copolymers have a 
rigid reason with a glass transition temperature (Tg) of greater than or equal to 20 °C and one 
flexible block with a Tg of less than or equal to 20 °C [pg 1, par 12]. In one embodiment, the 
block copolymer is poly(methyl methacrylate-b-butyl acrylate-b-methyl methacrylate [pg 6, 
Example 2] in which the Tg of the first block is 70 °C and the Tg of the second block is -47 °C, 
with a number-average molar mass is 51,900 [pg 6, par 144]. The first block is present in range 
of 10-60% [pg 3, par 45]. The solution is applied to nails as a varnish [pg 6, par 149]. The 
blocks used in the copolymers are of homopolymeric type [pg 2, par 38]. As the composition 
and copolymer is taught by the prior art, the property of polydispersion index is an inherent 
property of the copolymer and cannot be separated from the composition. The embodiment does 
not contain wax. Mougin anticipates the instantly claimed invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 87-88, 90-98, 102-111, 113-114, 138-148, 150-153, 156, 159-164, 168, and 173- 
177 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Pre-grant 
Publication 2002/0115780 (Mougin). 

Mougin teaches of the use of film-forming block ethylenic copolymers to improve the 
staying power of a make-up composition [pg 1, par 12]. Acceptable solvents for the polymers 
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include ethanol (water-miscible solvent) [pg 4, par 100]. The concentration of the polymers in 
the composition ranges from 1-99% [pg 4, par 100]. The block copolymers have a rigid reason 
with a glass transition temperature (Tg) of greater than or equal to 20 °C and one flexible block 
with a Tg of less than or equal to 20 °C [pg 1, par 12]. In one embodiment, the block copolymer 
is poly(methyl methacrylate-b-butyl acrylate-b-methyl methacrylate [pg 6, Example 2] in which 
the Tg of the first block is 70 °C and the Tg of the second block is -47 °C, with a number- 
average molar mass is 51,900 [pg 6, par 144]. The first block is present in range of 10-60% [pg 
3, par 45]. The solution is applied to nails as a varnish [pg 6, par 149]. The blocks used in the 
copolymers are of homopolymeric type [pg 2, par 38]. 

The polybutyl acrylate block is a linear unsubstituted alkyl C4 polymer, claims 97-98, 
and 111 The polymethylmethacrylate block is a linear alkyl Ci polymer, claims 94-95, 105-106, 
and 138 

Mougin does not teach of an embodiment with volatile or nonvolatile oils, the recited 
amount of solvent, a wax, an additional film-forming polymer, fillers, or specifically of a 
mascara. 

Mougin further teaches that the composition can also contain volatile and/or nonvolatile 
oils [pg 5, par 115], waxes [pg 5, par 118], fillers [pg 5, par 125], and can be formulated as a 
mascara [pg 6, par 131]. 

One of ordinary skill in the art at the time of the invention would have been motivated to 
add volatile and nonvolatile oils, and waxes to the composition to soften the skin (make-up) or 
hair, and fillers to add rigidity and uniformity to the composition with a reasonable expectation 
of success as these additional components are commonly found in cosmetic compositions. 
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The polydispersion index as recited is determined to be an expected property of the composition, 
absent evidence to the contrary. The U.S. Patent Office is not equipped with analytical 
instruments to test prior art compositions for the infinite number of ways that a subsequent 
applicant may present previously unmeasured characteristics. When as here, the prior art 
appears to contain the exact same ingredients and applicant's own disclosure supports the 
suitability of the prior art composition as the inventive composition component, the burden is 
properly shifted to applicant to show otherwise. 

Claims 89, 99-101, 112, 115-133, 135-137, 154-158, and 164-166 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Mougin as applied to claims 87-88, 90-98, 102- 
111, 113-114, 138-148, 150-153, 156, 159-160, 162-164, 168, and 173-177, above and further 
in view of U.S. Patent 6,153,206 (2000, Anton et al). 

The teachings of Mougin are relied upon above. 

Mougin does not teach of the amounts of oils and wax in the composition or of a 
monomer block with a Tg between 20 and 40 °C. 

Anton teaches of 0.1-60% non-elastomeric film-forming polymers with first and second 
ethylenically unsaturated units (block copolymers) used in cosmetic compositions [col 2, line 59 
and col 3, lines 25 and 46]. The compositions can also include volatile or non- volatile oils in 
amounts of 1-50% [col 8, lines 51-53] and preferably contain 1-70% wax [col 9, lines 42-43]. 
Other monomers that can be used in the copolymer include propylmethacrylate (Tg = 35 °C) [col 
5, line 45]. 
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The polybutyl acrylate block is a linear unsubstituted alkyl C4 polymer, claim 129 The 
polymethylmethacrylate block is a linear alkyl Ci polymer, claims 123-124 The intermediate 
block comprising the constituent blocks of the first and second blocks would be an inherent 
feature of block copolymers for an intermediate block to contain portions of each of the first and 
second blocks. The intermediate block would constitute an additional monomer for the first or 
second monomer. 

One of ordinary skill in the art at the time of the invention would have been motivated to 
optimize the amounts of oils and wax in the composition to effectively provide softness to the 
skin (make-up). One of ordinary skill in the art would have been motivated to use the monomers 
of varying Tgs as taught by Anton with a reasonable expectation of success as the copolymer of 
Mougin teaches block monomers with varying Tg values. 

Claims 115, 133-134, 149 and 172 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mougin as applied to claims 87-88, 90-98, 102-111, 113-114, 138-148, 
150-153, 156, 159-160, 162-164, 168, and 173-177, above and further in view of U.S. Patent 
6,410,005 (2002, Galleguillos et al). 

The teachings of Mougin are relied upon above. 

Mougin does not teach of surfactants or of the solubility without adjustment of pH or of 
hydrophilic blocks. 

Galleguillos teaches of hair styling composition comprising block copolymers with 
varying glass transition temperatures with hydrophilic and hydrophobic blocks in organic 
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solvents and with surfactants [col 3, lines 31-32, 42-45, and 63]. The copolymers can be 
dissolved in water upon pH adjustment [col 12, lines 9-11]. 

One of ordinary skill in the art at the time of the invention would have been motivated to 
use the surfactant in the composition of Mougin with a reasonable expectation of success as 
surfactants are commonly used as emulsifiers in cosmetics. 

One of ordinary skill in the art would have been motivated to use hydrophilic monomers 
in the copolymer of Mougin as the monomers have varying Tgs and the hydrophilic monomers 
would provide greater ease of dispersion of the copolymer [col 4, lines 34-36]. 

Claims 168-171 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mougin as applied to claims 87-88, 90-98, 102-111, 113-114, 138-148, 150-153, 156, 159-160, 
162-164, 168, and 173-177, above and further in view of U.S. Patent 6,464,969 (2002, de la 
Poterie et al). 

The teachings of Mougin are relied upon above. 

Mougin teaches of one or more additional film- forming polymers [pg 5, par 121], but 
does not teach of the recited limitations related to the additional polymer. 

De la Poterie teaches of a composition comprising at least one hydrophobic film-forming 
and a thermal transition agent [col 4, lines 30-34] which can be one and the same polymer as an 
aqueous dispersion [col 7, line 9] from 0.1-30% [col 4, line 25]. 

One of ordinary skill in the art at the time of invention would have been motivated to add the 
additional film-forming polymer to the invention of Mougin with a reasonable expectation of 
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success to increase the adhesion of the cosmetic (make-up) to the skin and limit transfer (rub-off) 
[col 2, lies 4-8]. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TRACEY SIMMONS WILLIS whose telephone number is 
(571)270-5861. The examiner can normally be reached on Mondays to Fridays from 8:30 am to 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached at (571)272-8373. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

IT. S.W./ 

Examiner, Art Unit 1619 

/MP WOODWARD/ 
Supervisory Patent Examiner, Art Unit 1615 



